
United States Patent and Trademark Office 



A PPIJ CATION NO. 
09/464,795 



I- 1 LINO DATl; 



.2/16/1999 



-^3419 7590 05/18/2004 

COOLEY GODWARD, LLP 
3000 EL CAMINO REAL 
5 PALO ALTO SQUARE 
PALO ALTO, CA 94306 



FiRST NAMl'f:) IN'VITNTOR 



NINO ZHANG 



UNITED STATES DEPARTMENT OF COMMERCE 
United btates Patent and Trademark Office 

Address: COMMISSIONRR FOR PATENTS 
P.O. Box 1450 

Alexandria, Virt;inia 22313-1450 
www. usplo.gov 



'1^^^'^^''' ^^^^'^'"^''^ I C0NFli^MATl(-)r7N0. 

8087 



PXE-007.US 



EXAMiNHR 



SHUKLA, RAM R 



ART UNIT 



PAPER NUMBER 



1632 



DATE MAILED: 05/18/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



«3 



Office Action Summary 



Application No. 

09/464,795 



Examiner 



Ram R. Shukia 



Appljcant(s) 

ZHANG ET AL 



Art Unrt 

1632 



« • ^ X " MA/L/WG DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" afttr S^x"rl^°M^^^^^ °^ ^ '^^^^^^^ "° ^ ^^P'V timely filed 

aner bix (6) MONTHS from the mailing date of this communication. 

" I NO ntri^H fnr r!n^„ fo^^f T l^^K^ ^^^^ ^^^^ ^ '^P'^ "^'"'"1"'" thirty (30) days will be considered timely. 

Failure to r^^^^^^ h7""^ f ^t^T 'Til ^" ^^^'^^ ^'^ MO;?rHS from the mailing date of th^ communication, 

Anw rln . r!nS «t ^ ^x^endod period for reply will, by statute, cause the application to become ABANDONED (35 U.S^. § 133) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed mav reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). ^ ^ 

Status 

1)13 Responsive to communication(s) filed on 25 February 2004 . 
2a)n This action is FINAL. 2b)n This action is non-final. 

3)n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Clainfis 

4M Claim(s) 38.40.41 A3 A 5A6A9 and 65-68 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 0 Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 



8) 13 Claim(s) 38. 40, 41, 43. 45. 46. 49. and 65-68 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonn PTO-152. 

Priority under 35 U.S-C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee 
set fortii in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission 
filed on 2-25-04 has been entered. 

2. Claims 38, 40, 41, 43, 45, 46, 49, and 65-68 are pending. Claims 38 and 65 
have been amended. These claims recite species, which have not been considered 
in the previous office action. 

Election/Restrictions 

3. Claims 38 and 65 are generic to a plurality of disclosed patentably distinct 
species comprising DNA dependent PK, DNA repair genes, GADD45, FOS, MIF, 
GADD153, TRE, p53RE response elements, JNK, p38, HO, Gr78, HSP70, 
metallothionein IIA (MTIIA), c-jun (JUN), FOS, heme oxygenase (HMO), 
cytochrome P450 lAl (CYPlAl), glutathione S-transferase Ya subunit (GST Ya), 
aldehyde dehydrogenase (ALDHl), lL-1 alpha, IL-1 beta, TNF-alpha, G-CSF, GM- 
CSF, lL-3, lL-6, lL-8, lL-10, ICAM-1, tyrosine hvdroxylase (TH), dopamine beta - 
hvdroxylase (DBH), ornithine decarboxylase (ODC), and a gene containing a 
response element selected from the group consisting of thyroid hormone response 
element (ThRE), NFkBRE, XRE, retinoic acid response element (RARE), peroxisome 
proliferation response element (PPRE) and estrogen response element (ERE). 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, 
even though this requirement is traversed. In case applicants elect a gene 
containing a response element, a further requirement for species of the Markush 
group is required. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
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showing the species to be obvious variants or clearly admit on the record that this 
Is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a 
rejection under 35 U.S.C. 103(a) of the other invention. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ram R. Shukia whose telephone number is 
(571) 272-0735 . The examiner can normally be reached on Monday through Friday 
from 7:30 am to 4:00 p.m. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor. Amy Nelson, can be reached at (571) 272- 
0804. The fax phone number for TC 1600 is (703) 703-872-9306. Any inquiry of a 
general nature, formal matters or relating to the status of this application or 
proceeding should be directed to the William Phillips whose telephone number is 
(571) 272-0548. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ram R. Shukia, Ph.D. 
PHm^fy Examinei- 
ArtUnit 1632 
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